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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



RECEIVED 

CENTRAL FAX CENTER 

JAN 1 7 2005 



In re Application of 



Atty. Docket 



ROBERT F. HENDRIKS BT AL 



NIi 000630 



Serial No.: 09/989,654 



Art Unit: 2877 



Filed: 



November 19, 2001 



Examiner: M. LYONS 



Title: 



INSPECTION OF SURFACES 



Commies ioner for Patents 
Alexandria, VA 22313-1450 

APPELLANT'S BRIEF ON APPEAL UNDER 37 CF.R. § 1.192 



Appellants present their brief on appeal as follows: 

REAL PARTY OF INTEREST 
The real party of interest is the assignee, Koninklijke 
Philips Electronics N,v_ , and not the parties named in the above 
caption* 



With regard to identifying by number and filing date all 
other appeals or interferences known to appellants which will 
directly effect or be directly affected by or have a bearing on 
the Boards' decision in this appeal. Appellants are not aware of 
any such appeals or inter ferences. 

N:\UsefPublic\WX\Aitittklmcma\20M Amcodmerits\NL000630.brie£dt)c 1 



Sir: 



RELATED APPEALS AND INTERFERENCES 
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STATUS OF THE CIiAlMS 
Claims 1, 2, 9, and 10 stand rejected and are appealed and 
Claims 3-6 stand objected to as being dependent upon a rejected 
base claim but would be allowable if rewritten in independent 
form including all of the limitations of the base claim and any 
intervening claims. 

STATUS OF AMENDMENTS 
An amendment after final rejection was presented subsequent 
to the final rejection on October 11, 2004 which was considered 
not persuasive according to the October 28, 2 004 Advisory 
Action . 

SUMMARY OF THE I1&VENTION 
The present invention is directed to a device for the 
inspection of surfaces with a laser light source (1) and a 
detector for detecting an intensity of light (13) that is 
reflected from the surface (10) to be inspected. The device 
also includes at least one mode filter (15) between the surface 
(10) and the detector (28) . 

THE ISSUES 

I. Whether under 35 U.S.C. § 102(b) f the differences between 
the invention of Claims l, 2, 9, and 10 and U.S. Patent 
6,122,058 (Van Der Werf, et al.) are such that the 

NAUsciIHiblic\WX<Aas«4»entB\2005 AxnendrtWOtflVNL6C0630.brief, doc 2 
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invention as a whole would have been anticipated when the 
invention was made to those of ordinary skill in the art. 

PRIOR ART 

1. U.S. Patent 6,122,058 (Van Der Werf) 

GROUPING OP CLAIMS 
With regard to the rejection of Claims 1, 2, 9, and 10 

under 35 U.S.C § 102, the claims stand or fall together- 

ARGUMENT 

I. Whether under 35 U.S.C, § 102(b) f the differences between 
the invention of Claims 1, 2, 9 and 10 and U.S. Patent 
6,122,058 (Van Der Werf) are such that the invention as a 
whole would have been anticipated when the invention was 
made to those of ordinary skill in the art. 

van Der Werf fails to anticipate every element of 
Appellants' Claim l , either explicitly or inherently. 

van Der Werf fails to recite or suggest a detector for 
detecting an intensity of light reflected off the surface to be 
inspected. Rather, van Der Werf recites an interferometer which 
measures variations in the refractive index between a measuring 
beam and a laser beam. (See, e.g., Col- 17, lines 30-60) In 
addition, Van Der Werf requires two detectors 140 and 141 to 
measure refractive index variations. 

The August 24, 2004 Pinal Office Action argues that 

although van Der Werf fails to explicitly recite detecting an 

intensity of the light, it is inherent to the operation of a 
N:\UsciPubHc\WXVAmendmcDts\2005 Amendmcnts\NL000630.brie£doc 3 
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detector in interf erometry . The Office Action argues: 
* [detector light intensity detection] is key in determining 
whether there is constructive interference- or destructive 
interference-." In response. Appellants respectfully note that a 
missing element is inherently present in a reference only if 
that element necessarily follows from what has been e xpressly 
described , and would be so recognized by one of skill in the art 
(as opposed to the examiner's expectation) . Mere pos sibilities 
or even probabilities are not enough ; necessity recognized by 
those of skill in the art is required. 1 The M.P.E.P. echoes this 
case law. 



The fact that a certain result or 
characteristic may occur or be present in 
the prior art is not sufficient to establish 
the inherency of that result or 
characteristic . 



M.P,E,P- § 2112 (emphasis in original) (citations omitted). 
Further, the following is also emphasized: 

In relying upon the theory or inherency, the 
examiner must provide a basis in fact and/ or 
technical reasoning to reasonably support 
the determination that the allegedly 
inherent characteristic necessarily flows 
from the teaching of the applied prior art. 

M.P.E.P. § 2112 (emphasis in original) (citations omitted). 



1 The Federal Circuit has clearly set out the standard fbr inherency in, &$. , Continental Cnn Co, Vi 

Monsanto Co.. 20 USJ.O^d 1746\ 1749 (Fed. Cir. lS3l)(cmpfa»is added): . ^ ^ 

To serve as an amiciparion when the reference is silent about the asserted inherent characteristic, such gap in the re£rcnce 
may be filled wiui recourse to extrinsic evidence. Such evidence must make clear Thai ftc, mjggjne ^"fr*^ "mnffT if! 
nfw^MTiTv iwesem in The thing described \n The reference and tim fa would be, go, rttOftflfo^ by persona of ordinary skill 
W.OHri c K 2ia U.S.P.Q. 323, 326 (CC^JV. 1931) (quoting BlMFfr*mv, Kermncr, 40 U.SAQ. 665. 667 (CC.P.A. 
1 $39)) provides: -Inherency, however may not be established by probabilities or possibilities. The mere fiict thai a certain 
thing may result from a given set or circumstances w aoi tsufficicm." 
This citarioa is also set out in M.PJE.P. § 21 3L01 (4). 

N:\User]f^lblic\WXiAmcndments\2005 AmemtaienisV^OOe^.b^O^c 4 
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It is well established that a recited element or step is 
inherently present in a prior art reference only if that element 
is necessarily present or necessarily performed in that 
reference, and further that its presence or performance would be 
recognized by one of ordinary skill in the art from what has 
been expressly described* Second, the Office Action must 
provide objective evidence or cogent technical reasoning to 
support a contention of inherency. 

Simply because, as the Office Action alleges, Van Der Werf 
recites interferometry, this does not necessarily mean the 
detectors detect an intensity of light. Rather, Van Der Werf 
only recites measuring variations in the refractive index 
between a measuring beam and a laser beam* (See, e.g,, Col. 17, 
lines 3 0-60) interferometry can be any measurement of a change 
in optical characteristics of laser beam reflected from the 
etched surface. The detectors of Van Der Werf would then only 
necessarily detect the refractive index of the beam they 
receive. Thus Appellants respectfully traverse the inherency 
argument as well as the § 102 rejection of Claim 1 for at least 
the above reasons . 

Claim 9 recites a method substantially corresponding to the 
device of Claim 1 and is believed patentable for at least the 
same reasons * 

Claims 2 and 10 depend from one or another of the 

2 "fa telyirtfi upon ihe tbeoiy of inherency, the examiner must provide o basis in flw* and/or tuchnical reasoning to reasonably suppon die 
derenninaiian (hu mc allegedly inbatnl ctoamcicrtmc mpmirito Awn from the wao Wngt of the applied prto* or." Ex Porta Levy* 17 U5PQ2d 
1 461, 1464 (Bd. fcn, App- & JnXa - l9d0 )« 

N:\afierPablic\WX\Anwndiiients\2005 AmciKlmcn:s\NLC00630.brict<loc 5 
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independent claims discussed above and are believed patentable 
for at least the same reasons- In addition, Appellants 
respectfully believe claims 2 and 10 to be independently 
patentable and request separate consideration of each claim. 

The August 24, 2004 Final Office Action argues that the Van 
Der Werf apparatus is capable of measuring an intensity of light 
(emphasis added) - However, § 102 requires a prior art reference 
to recite all elements of a claim, either explicitly or 
impliedly, to vitiate a proper anticipation rejection (see, 
e.g., MPKP § 706-02). Since van Der Werf fails to recite or 
suggest a , Appellants believe Claim 1 cannot be anticipated by 
a correct § 102 rejection. 



6 
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CONCLUSION 



For all of the above reasons, it is respectfully submitted 
that the final rejection of Claims i, 2, 9, wd 10 is in error. 
Accordingly, reversal of the final rejection of each of these 
claims is respectfully solicited- 

This brief is being filed in triplicate. 



Respectfully submitted 




Reg, A8,027 
Attorney 
(914) 333-9608 
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APPENDIX 

1. A device for the inspection of surfaces (10) of one or more 
semiconductors (14), comprising: 

at least one laser light source (1) ; 

a detector (28) for detecting an intensity of light (13) 
that is reflected by the surface (10) to be inspected? and 

at least one mode filter (15; 15.1) between the surface 
(10) and the detector (28) , 

2. A device according to claim 1, wherein the mode filter (15; 
15,1) suppresses a mode in the reflected light (13) that 
corresponds to a mode of the laser light source (1) . 

3. A device according to claim 1, wherein the mode filter 
comprises a beam splitter (21) which splits a light beam (13) 
into at least two sub-beams (13-2; 13.3) that interfere with one 
another - 

4. A device according to claim 3, wherein the mode filter 
includes a device (22) for mode-selective phase shifting and one 
of the sub-beams (13.3) traverses the device (22) for mode- 
selective phase shifting. 

5. A device according to claim 4, wherein the device (22) 
effects a phase shift of a mode through 180* overall, together 

N:\UsetPuM1c\WX\Amoidninits\200S Amendmcnts\hOiXK5630.bricf.doc 8 
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with a difference in path length, bo that the sub-beams (13.2; 
13.3) interfere destructively in respect of this mode. 

6, A device according to claim 5, wherein the device (22) 
includes a lens system {26; 27) that operates on a Guoy phase 
system basis so as to effect the phase shift through 180° - 

7-8 (cancelled) 

9. A method for the inspection of a surface of one or more 
semiconductors, comprising the steps of: 

irradiating said surface by means of at least one laser 
light source ; and 

detecting an intensity of light that is reflected by the 
surface to be inspected in at least one detector, wherein the 
laser light source emits light of a defined mode and that light 
that is reflected by the surface is guided through a mode 
filter* 

10. A method according to claim 9, wherein the mode filter 
suppresses the mode of the laser light source and no signal is 
detected where reflection does not affect the mode. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



RECEIVED 

CENTRAL FAX CENTER 



In re Application of 



Atty, Docket 



ROBERT F, HHNDRIKS ET AL 



NIi 000630 



JAN 1 7 2005 



Serial No.: 09/989,654 



Art Unit: 2877 



Filedi 



November 19, 2001 



Examiner: M. LYONS 



Title: 



INSPECTION OF SURFACES 



commissioner for Patents 
Alexandria, VA 22313-1450 

APPELLANT'S BRIEF ON APPEAL UNDER 37 C.F»R. § 1.192 

Sir: 

Appellants present their brief on appeal as follows: 

REAL PARTY OF INTEREST 
The real party of interest is the assignee, Koninklijke 
Philips Electronics N.V. , and not the parties named in the above 
caption. 



With regard to identifying by number and filing date all 
other appeals or interferences known to appellants which will 
directly effect or be directly affected by or have a bearing on 
the Boards' decision in this appeal, Appellants are not aware of 
any such appeals or interferences. 

NAUsCTPublic\WXVAmtodmetl«\2005 Amftirtmffn&i\N0U>OOtf3<>,brie£doc 1 
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STATUS OF THE CLAIMS 
Claims 1, 2, 9, and 10 stand rejected and are appealed and 
Claims 3-6 stand objected to as being dependent upon a rejected 
base claim but would be allowable if rewritten in independent 
form including all of the limitations of the base claim and any 
intervening claims „ 

STATUS OF AMENDMENTS 
An amendment after final rejection was presented subsequent 
to the final rejection on October 11, 2004 whicb was considered 
not persuasive according to the October 28, 2004 Advisory 
Action, 

SUMMARY OF THE INVENTION 
The present invention is directed to a device for the 
inspection of surfaces with a laser light source (l) and a 
detector for detecting an intensity of light (13) that is 
reflected from the surface (10) to be inspected. The device 
also includes at least one mode filter (15) between the surface 
(10) and the detector (28) . 

THE ISSUES 

X ♦ Whether under 35 U.S-C. § 102(b), the differences between 
the invention of Claims 1, 2, 9, and 10 and U.S. Patent 
6,122,058 (Van Der Werf, et al.) are such that the 

N:SUs«:Public\WX\Aniciidincat5\2005 Am«nCfcmema>NL00a 630 .brief, doo 2 
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invention as a whole would have been anticipated when the 
invention was made to those of ordinary skill in the art. 

PRIOR ART 

1. U.S. Patent 6,122,058 (Vian Der Werf) 

GROUPING OF CLAIMS 
With regard to the rejection of Claims 1, 2, 9, and 10 

under 35 U.S.C. § 102 , the claims stand or fall together. 

ARGUMENT 

I. Whether under 35 U.S.C. § 102(b), the differences between 
the invention of Claims 1, 2, 9 and 10 and U.S. Patent 
6,122,058 (Van Der Werf) are such that the invention as a 
whole would have been anticipated when the invention was 
made to those of ordinary skill in the art . 

Van Der Werf fails to anticipate every element of 
Appellants' Claim 1, either explicitly or inherently. 

Van Der Werf fails to recite or suggest a detector for 
detecting an intensity of light reflected off the surface to be 
inspected. Rather, Van Der Werf recites an interferometer which 
measures variations in the refractive index between a measuring 
beam and a laser beam. (See, e.g., Col. 17, lines 30-60) In 
addition, Van Der Werf requires two detectors 140 and 141 to 
measure refractive index variations. 

The August 24, 2004 Final Office Action argues that 

although Van Der Werf fails to explicitly recite detecting an 

intensity of th© light, it is inherent to the operation of a 
N:\UscrPutaic\WX\AiA6AdmcoTa\200S Amcndments\NL000630.bricf.doo 3 
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detector in interferometry. The Office Action argues: 
« [detector lignt intensity detection] is key in determining 
whether there is constructive interference™ or destructive 
interference-" in response, Appellants respectfully note that a 
missing element is inherently present in a reference only if 
that element necessarily follows from what ha s been expressly 
described , and would be so recognized b y one of skill in the art 
{as opposed to the examiner's expectation). Mere poss ibilities 
or even probabilities are not enough ; necessity recognized by 
those of skill in the art is required. 1 The M.P.E.P, echoes chis 
case law. 

The fact that a certain result or 
characteristic may occur or be present in 
the prior art is not sufficient to establish 
the inherency of that result or 
characteristic , 

M.P.E.P. § 2112 (emphasis in original) (citations omitted). 
Further, the following is also emphasized: 

In relying upon the theory or inherency, the 
examiner must provide a basis in fact and/ or 
technical reasoning to reasonably support 
the determination that the allegedly 
inherent characteristic necessarily flows 
from the teaching of the applied prior art. 

M.P.E.P. § 2112 (emphasis in original) (citations omitted). 



1 The federal Circuit has clearly set out the standard fcr inherency In, Continental Can Co. v. 

Nfonfianm Co„ 20 TJ.SJPQ.2d 1746, 1749 (Fed- Or. I991)(emphagis added); , v c 

To serve as m anticipation when dw reference is silent about the asserted inheroni characteristic, such gap In the reference 
may be fined with recourse to extrinsic evidence. Such evidence must make clear thai the missing descriptive matter ia 
neeefisarilv Brtasam in the ttmm described tn iWt igfrpmce tmd thai it would be so recoftntead bv persons of ordinary skill 
lnraOelrich. 212 U.S.P.Q. 323, 32$ (CCP.A. l$8l) (quoting Hffllfffitrgv. KW'Pff. *0 U.S J.Q. 665, 667 (C,C.P,A. 
1939)) provides: "Inherency, however may not be established by probabilities or pasibiUiie*. The mere feet that a cenaia 
tning trwvrgimU from a given frdt of oi Wu rmrnnr as Is not tnj£GdcM. M 
This citation is also set out in MJNE.P. $ 213 1, 01(d). 

N;\Us«l\iblic\WX^Amendmer«3\2005 AineiidrnmtS\NL000630.briaf.doc 4 
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It is well established that a recited element or step is 
inherently present in a prior art reference only if that element 
is necessarily -present or necessarily performed in that 
reference, and further that its presence or performance would be 
recognized by one of ordinary skill in the art from what has 
been expressly described- Second, the Office Action must 
provide objective evidence or cogent technical reasoning to 
support a contention of inherency. 2 

Simply because, as the Office Action alleges, Van Der Werf 
recites interferometry, this does not necessarily mean the 
detectors detect an intensity of light. Rather, Van Der Werf 
only recites measuring variations in the refractive index 
between a measuring beam and a laser beam* (See, e.g,. Col. 17, 
lines 30-60) Interferometry can be any measurement of a change 
in optical characteristics of laser beam reflected from the 
etched surface. The detectors of Van Der Werf would then only 
necessarily detect the refractive index of the beam they 
receive. Thus Appellants respectfully traverse the inherency 
argument as well as the § 102 rejection of Claim 1 for at least 
the above reasons. 

Claim 9 recites a method substantially corresponding to the 
device of Claim l and is believed patentable for at least the 
same reasons* 

Claims 2 and 10 depend from one or another of the 

2 "In relying upon the Theory of inherency, ihe examiner must provide a basis in feet and/or technical reasoning to reasonably support flits 

dfltoftaiOcrtion the allegedly inhere*** obuueraistio «**ri>v flowa from the teachings of til* &£plic4 fmflr on." Ex Parte Levy. 1 7 USPQ2d 
1461, 1464 (Bd. Pax. App, & TnW, 

N:\UscrPublk\WX\Amen(Jmcnts\2005 Arnfiiid^eEis\NlX00630.t7Tkf, doc 5 
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independent claims discussed above and are believed patentable 
for at least the same reasons. In addition. Appellants 
respectfully believe Claims 2 and 10 to be independently 
patentable and request separate consideration of each claim. 

The August 24, 2004 Pinal Office Action argues that the Van 
Der Werf apparatus is capable of measuring an intensity of light 
(emphasis added) . However, § 102 requires a prior art reference 
to recite all elements of a claim, either explicitly or 
impliedly, to vitiate a proper anticipation rejection (see, 
e.g., MPBP § 706.02), since Van Der Werf fails to recite or 
suggest a , Appellants believe Claim 1 cannot be anticipated by 
a correct § 102 rejection. 
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CONCLUSION 



For all of the above reasons, it is respectfully submitted 
that the final rejection of Claims l, 2, 9, and 10 is in error. 
Accordingly, reversal of the final rejection of each of these 
claims is respectfully solicited. 

This brief is being filed in triplicate. 




Aaron/ Waxier 
Reg. £48,027 
Attorney 

(914) 333-9608 
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APPENDIX 

1* A device for the inspection of surfaces (10) of one or more 
semiconductors (14) , comprising: 

at least one laser light source (1) ? 

a detector (28) for detecting an intensity of light (13) 
that is reflected by the surface (10) to be inspected; and 

at least one mode filter (15; 15.1) between the surface 
(10) and the detector (28) . 

2. A device according to claim 1, wherein the mode filter (15? 
15*1) suppresses a mode in the reflected light (13) that 
corresponds to a mode of the laser light source (1) . 

3. A device according to claim 1, wherein the mode filter 
comprises a beam splitter (21) which splits a light beam (13) 
into at least two sub-beams (13.2; 13-3) that interfere with one 
another . 

4. A device according to claim 3, wherein the mode filter 
includes a device (22) for mode- selective phase shifting and one 
of the sub-beams (13.3) traverses the device (22) for mode- 
selective phase shifting. 

5. A device according to claim 4, wherein the device (22) 
effects a phase shift of a mode through 180* overall, together 
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with a difference in path length, so that the sub-beams (13,2; 
13.3) interfere destructively in respect of this mode. 

6. A device according to claim 5, wherein the device (22) 
includes a lens system (26; 27) that operates on a Guoy phase 
system basis so as to effect the phase shift through 180°. 

7-8 (Cancelled) 

9. A method for the inspection of a surface of one or more 
semi conductors, comprising the steps of: 

irradiating said surface by means of at least one laser 
light source; and 

detecting an intensity of light that is reflected by the 
surface to be inspected in at least one detector, wherein the 
laser light source emits light of a defined mode and that light 
that is reflected by the surface is guided through a mode 
filter. 

10, A method according to claim 9, wherein the mode filter 
suppresses the mode of the laser light source and no signal is 
detected where reflection does not affect the mode. 
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Atty, Docket 
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JAN 1 7 2005 



ROBERT F. HENDRIKS ET AL 



NIi 000630 



Serial No*: 09/989,654 



Art Itoit: 2877 



Filed: 



November 19 , 2001 



Examiner: M. LYONS 



Title: INSPECTION OF SURFACES 

Commissioner for Patents 
Alexandria, VA 22313-1450 

APPELLANT'S BRIEF ON APPEAL UNDER 37 C.F.R. g 1-192 



Appellants present their brief on appeal as follows: 

REAL PARTY OF INTEREST 
The real party of interest is the assignee, Koninklijke 
Philips. Electronics N.V,, and not the parties named in the above 
caption* 



with regard to identifying by number and filing date all 
other appeals or interferences known to appellants which will 
directly effect or be directly affected by or have a bearing on 
the Boards' decision in this appeal , Appellants are not aware of 
any such appeals or interferences. 
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STATUS OP THE CIAIM6 
Claims 1, 2, 9, and 10 stand rejected and are appealed and 
Claims 3-6 stand objected to as being dependent upon a rejected 
base claim but would be allowable if rewritten in independent 
form including all of the limitations of the base claim and any 
intervening claims, 

STATUS OF AMENDMENTS 
An amendment after final rejection was presented subsequent 
to the final rejection on October 11, 2004 which was considered 
not persuasive according to the October 28, 2004 Advisory 
Action. 

SUMMARY OF THE INVENTION 
The present invention is directed to a device for the 
inspection of surfaces with a laser light source (l) and a 
detector for detecting an intensity of light (13) that is 
reflected from the surface (10) to be inspected* The device 
also includes at least one mode filter (IS) between the surface 
(10) and the detector (28) . 

THE ISSUES 

I, Whether under 35 u.s.c. § 102(b), the differences between 
the invention of Claims 1, 2, 9, and 10 and U.S. Patent 
6,122,058 (van Der werf, et al.) are such that the 
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invention as a whole would have been anticipated when the 
invention was made to those of ordinary skill in the art. 

PRIOR ART 

1. U.S. Patent 6,122,058 (Van Der Werf) 

GROUPING OF CLAIMS 
With regard to the rejection of Claims 1, 2, 9, and 10 

under 35 U.S. C. § 102, the claims stand or fall together . 

ARGUMENT 

I, Whether under 35 U.S. C. § 102(b), the differences between 
the invention of Claims 1, 2 r 9 and 10 and U.S. Patent 
6,122,058 (Van Der Werf) are such that the invention as a 
whole would have been anticipated when the invention was 
made to those of ordinary skill in the art* 

Van Der Werf fails to anticipate every element of 
Appellants' Claim 1, either explicitly or inherently* 

Van Der werf fails to recite or suggest a detector for 
detecting an intensity of light reflected off the surface to be 
inspected. Rather, Van Der Werf recites an interferometer which 
measures variations in the refractive index between a measuring 
beam and a laser beam* (See, e.g., Col. 17, lines 30-60) in 
addition. Van Der Werf requires two detectors 140 and 141 to 
measure refractive index variations. 

The August 24, 2004 Final office Action argues that 

although Van Der Werf fails to explicitly recite detecting an 

intensity of the ligKt, it is inherent to the operation of a 
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detector in interferometry. The Office Action argues: 
« [detector light intensity detection] is key in determining 
whether there is constructive interference- or destructive 
interference^" In response. Appellants respectfully note that a 
missing element is inherently present in a reference only if 
that element necessarily follows from what has been expressly 
described, and would be so recognized by one of skill in the art 
(as opposed to the examiner's expectation) * Mere possibilities 
or even probabilities are not enough ? necessity recognized by 
those of skill in the art is required. 1 The M.P.E.P. echoes this 
case law . 

The fact that a certain result or 
characteristic may occur or be present in 
the prior art is not sufficient to establish 
the inherency of that result or 
characteristic . 



M.P.E.P. § 2112 (emphasis in original) (citations omitted). 
Further, the following is also emphasized: 

In relying upon the theory or inherency, the 
examiner must provide a basis in fact and/ or 
technical reasoning to reasonably support 
the determination that the allegedly 
inherent characteristic necessarily flows 
from the teaching of the applied prior art. 

M.P.E.P. § 2112 (emphasis in original) (citations omitted). 



1 The Federal Circuit has clearly set Out the Standard for inherency in, Continental Cart Co. v, 

Mcnsanto Co. 20 U.SJ>.Q^d 1746, 1749 (Fed. Cir. 1991Xenmbasffi addttfr . 

To serve as an anticipation when the reference is silent about the asserted inherent characteristic, such gap in the releroncc 
may be filled with recourse 10 extrinsic evidence ^ mi»* TnaVa g W thai the misstep descriptive mancris 

qgecflsarilv present in the thing described in the reference and that it would b e so Tecoeni/ed by persons of ordhmy skill, 
inreOBlrieK 212 US,P-Q- 323, 326 (CGP.A. 19&1> ' T ^fr Hfliwcriw v. fcemmar. 40 U,S,P,Q. 665, 667 (C.C.F.A, 
1 939)) provides: "Inherency, however may not bo established by probabilities or possibilities. The mere feci that a certain 
tiling may result rfom Q given set of circumstances ia not sufficient." 
This citation is also set out in M.P.E.P. § 21 3 1 .0 1 (d). 
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It is well established that a recited element or step is 
inherently present in a prior art reference only if that element 
is necessarily present or necessaril y performed in that 
reference, and further that its presence or performance would be 
recognized by one of ordinary skill in the art from what has 
been expressly described* Second, the Office Action must 
provide objective evidence or cogent technica l reasoning to 
support a contention of inherency - 

Simply because, as the Office Action alleges, Van Der Werf 
recites inter ferome try, this does not necessarily mean the 
detectors detect an intensity of light- Rather, Van Der Werf 
only recites measuring variations in the refractive index 
between a measuring beam and a laser beam, (See, e.g., Col, 17, 
lines 30-60) interf erometry can be any measurement of a change 
in optical characteristics of laser beam reflected from the 
etched surface- The detectors of Van Der Werf would then only 
necessarily detect the refractive index of the beam they 
receive* Thus Appellants respectfully traverse the inherency 
argument as well as the § 102 rejection of Claim 1 for at least 
the above reasons. 

Claim 9 recites a method substantially corresponding to the 
device of Claim 1 and is believed patentable for at least the 
same reasons . 

Claims 2 and 10 depend from one or another of the 

2 "to relying upoa the theory of inherency, tfac examiner must provide a basis in feci and/or wclmicul reasoning 10 reasonably auppan the 
OewmpiQatiou Oua foe allegedly inherent characterise ncocaflarltv flows from the towbing* of th© applied prior wt." £x Plane Levy, 17 USPQM 
1461, 14*4 (Bd. Pat. App. & Inter. \990). 
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independent claims discussed above and are believed patentable 
fox at least the same reasons. In addition, Appellants 
respectfully believe . Claims 2 and 10 to be independently 
patentable and request separate consideration of each claim ♦ 

The August 24, 2004 Pinal Office Action argues that the Van 
Der Werf apparatus is capable of measuring an intensity of light 
(emphasis added) ♦ However, § 102 requires a prior art reference 
to recite all elements of a claim, either explicitly or 
impliedly, to vitiate a proper anticipation rejection (see, 
e.g., MPEE* § 706.02). Since Van Der Werf fails to recite or 
suggest a , Appellants believe Claim 1 cannot be anticipated by 
a correct § 102 rejection. 



6 
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CONCLUSION 



For all of the above reasons, it is respectfully submitted 
that the final rejection of Claims 1, 2, 9, and 10 ie in error. 
Accordingly, reversal of the final rejection of each of these 
claims is respectfully solicited. 

This brief is being filed in triplicate* 
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APPENDIX 

1. A device for the inapection of surfaces (10) of one or more 
semiconductors (14) , comprising: 

at least one laser light source (l) 

a detector (28) for detecting an intensity of light (13) 
that is reflected by the surface (10) to be inspected; and 

at least one mode filter (15; 15.1) between the surface 
(10) and the detector (28) . 

2. A device according to claim l, wherein the mode filter (15; 
15.1) suppresses a mode in the reflected light (13) that 
corresponds to a mode of the laser light source (l) . 

3. A device according to claim 1, wherein the mode filter 
comprises a beam splitter (21) which splits a light beam (13) 
into at least two sub-beams (13.2; 13.3) that interfere with one 
another . 

4 . A device according to claim 3 , wherein the mode filter 
includes a device (22) for mode -selective phase shifting and one 
of the sub-beams (13,3) traverses the device (22) for mode- 
selective phase shifting. 

5. A device according to claim 4, wherein the device (22) 
effects a phase shift of a mode through 180* overall, together 

N:\US«t?U%lk\WX\A«nciutmems\200S AmendmeDtsVNL0006S0.bricf.doc 3 



PAGE 27/28 1 RCVD AT 1/17/2005 3:04:55 PM [Eastern Standard Time]* SVR:USPTO-EFXRF-1/0 * DN1S:8729306 ' CSID:914 332 061S ' DURATION (mm-ss):0546 



Jan-J7-2005 .16:16 F rora-PH I L I PS ELECTRONICS ICS 914-332-0615 T-292 P. 028/028 F-601 

with a difference in path length, so that the sub-beams (13.2; 
13.3) interfere destructively in respect of this mode. 

6, A device according to claim 5, wherein the device (22) 
includes a lens system (26; 27) that operates on a Guoy phase 
system basis so as to effect the phase shift through 180°. 

7-8 (Cancelled) 

9, A method for the inspection of a surface of one or more 
semiconductors, comprising the steps of: 

irradiating said surface by means of at least one laser 
light source; and 

detecting an intensity of light that is reflected by the 
surface to be inspected in at least one detector, wherein the 
laser light source emits light of a defined mode and that light 
that is reflected by the surface is guided through a mode 
filter. 

10. A method according to claim 9, wherein the mode filter 
suppresses the mode of the laser light source and no signal is 
detected where reflection does not affect the mode. 
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